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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office 
action has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
July 01, 2009 has been entered. Claims 18-31 are pending. Claims 1-17 are cancelled 
by the applicant. At this time, claims 18-31 are still rejected. 

Response to Arguments 

2. Applicant's arguments, with respect to claim 18-31 under 35 USC § 112, 
filed on June 5, 2009 have been fully considered and are persuasive. 

Applicant's arguments, with respect to claim 18-31 under 35 USC § 103, 
filed on June 5, 2009 have been fully considered but they are not persuasive. 
Applicant has argued that: 

It is submitted that neither Mankoff, Cronce nor Schena, nor the 
combination thereof, disclose or suggest the features recited in amended claims 18 and 
25. Specifically, none of the cited references disclose a hand held electronic reference 
product connected to a PC wherein an encrypted database file stored on the hand held 
product is accessed using the file system on the hand held product to provide for the 
decryption and display on the PC of information within the database file. 

Examiner respectfully disagrees with the applicant and still maintains that: 
Mankoff discloses PDA connected to client PC 10 as shown in Figure 2 for 
requesting and/or responding to given messages, and for extracting the data of interest. 
However Mankoff is silent on weather the data stored in the PDA is of secured or 
unsecured. On the other hand, Cronce discloses the portable authorization device 
connected to PC as shown in Figure 1, element 140 and element 110, and wherein 
Figure 1 is a diagram of an authorization system for selectively authorizing a host 
system to use a plurality of items of protected information (e.g., encrypted 
information/data) in accordance with a presently preferred embodiment of the invention, 
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including a portable authorization device, a host system and multiple types of 
information authorities (column 3, line 65 through column 4, line 4 of Cronce). In 
addition, Figure 1 of Cronce illustrates an authorization system 100 in accordance with 
a presently preferred embodiment of the invention. The authorization system 100 
comprises one or more access control programs 117 associated with a host system 
110, a portable authorization device 140, and one or more information authorities 160, 
180 and 185. The authorization system 100 selectively authorizes the host system 110 
to use a plurality of items of protected information 115 associated with the host system 
(column 4, lines 56-64 of Cronce). Besides, in view of the shortcomings of the above- 
described techniques, it is an object of the invention to provide an authorization device 
for authorizing the use of protected information that can be updated with new 
authorization information and yet is removably couplable to host devices, readily 
portable and relatively inexpensive. A second object of the invention is to provide a 
portable authorization device that can receive and store authorization information from 
multiple types of information authorities. A third object of the invention is to provide a 
portable authorization device that offers a high level of security to prevent 
unauthorized access to the authorization information when stored or being 
transmitted (emphasis added) (column 3, lines 28-40 of Cronce). 
Applicant further argues that: 

Cronce, however, does not disclose or suggest using the file system of the 
portable authorization device, rather than the file system of the host system, to access 
either the authorization information on the portable device or the protected information 
on the host system. Hence, Cronce does not disclose the various features of the 
present invention as recited in amended claims 18 and 25. 

Examiner again respectfully disagrees with the applicant and still 
maintains that: 

As mention above, Cronce does disclose a portable authorization device 
as show in Figure 1 . Furthermore, in view of the shortcomings of the above-described 
techniques, it is an object of the invention to provide an authorization device for 
authorizing the use of protected information that can be updated with new authorization 
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information and yet is removably couplable to host devices, readily portable and 
relatively inexpensive. A second object of the invention is to provide a portable 
authorization device that can receive and store authorization information from multiple 
types of information authorities. A third object of the invention is to provide a 
portable authorization device that offers a high level of security to prevent 
unauthorized access to the authorization information when stored or being 
transmitted (emphasis added) (column 3, lines 28-40 of Cronce). 

Thus, the combination of teaching between Mankoff and Cronce teaches 
the claimed subject matter. Cronce alone teaches/discloses a hand held electronic 
reference product connected to a PC wherein an encrypted database file stored on the 
hand held product is accessed using the file system on the hand held product to provide 
for the decryption and display on the PC of information within the database file. 

Therefore, in response to applicant's argument that there is no suggestion 
to combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
according to the above description and explanation, the combination of teaching 
between Mankoff and Cronce teaches the claimed subject matter. Thus, the teaching 
between Mankoff and Cronce are efficient and properly combined. 

In response to applicant's arguments, the recitation "a hand held electronic 
reference product connected to a PC wherein an encrypted database file stored on the 
hand held product is accessed using the file system on the hand held product to provide 
for the decryption and display on the PC of information within the database file" has not 
been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
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claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA 1951). 

The fact that Examiner may not have specifically responded to any 
particular arguments made by Applicant and Applicant's Representative, should not be 
construed as indicating Examiner's agreement therewith. 

For the above reasons, it is believed that the rejections should be 

sustained. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 18-20, 24-27, and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mankoff (US 2002/0116271 A1), and further in view of Cronce (US 
7,032,240 B1). 

a. Referring to claims 18: 

i. Mankoff teaches in a system for coupling a hand held 
electronic reference product having an encrypted database file and a file system to a 
PC having a reader so that the PC can process the database file (see Figures 1-2 of 
Mankoff), the security validation subsystem comprising: 

(1) a serial identification number for one of said hand 
held product and said file system (paragraph [0032] of Mankoff), 

(2) a first voucher in said database file, said first voucher 
based on said serial identification number (paragraph [0032] of Mankoff), and 
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(3) a second voucher in said product at a location outside 
of said database file, said second voucher based on said serial identification number 
(paragraph [0032] of Mankoff), 

(4) a comparator program within the PC reader to read 
and compare said first and second vouchers to provide a validation signal if said 
vouchers meet a predetermined correspondence comparison criterion (paragraph 
[0032] Mankoff), 

(5) said validation signal permitting decryption (e.g., 
encryption scheme) by the PC of said database file (paragraph [0032] of Mankoff), 
wherein said database file is accessed using said file system of the handheld electronic 
reference product while said hand held electronic reference product is connected to said 
PC and thereby said file system maintaining control over the transmission of said 
database file (see Figure 2 and paragraph [0023, 0026-0027] of Mankoff). 

ii. Although Mankoff teaches the system for coupling a hand 
held electronic reference product having an encrypted database file and a file system to 
a PC having a reader so that the PC can process the database file (see Figures 1-2 of 
Mankoff), Mankoff is silent on the capability of showing the PDA or handheld device 
included a serial identification number (if indeed is not inherent) and a hand held 
electronic reference product having an encrypted database file and a file system to a 
PC having a reader so that the PC can process the database file. On the other hand, 
Cronce teaches this limitation in column 11, lines 35-38; column 3, lines 28-40; 
column 4, lines 56-64 of Cronce. 

iii. It would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to: 

(1) have modified the invention of Mankoff with the 
teaching of Cronce for authorizing the use of protected information and, in particular, to 
a portable authorization device (commonly known as a "dongle") for authorizing a host 
system to use protected information (column 1, lines 15-19 of Cronce). 

iv. The ordinary skilled person would have been motivated to: 
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(1) have modified the invention of Mankoff with the 
teaching of Cronce to provide a portable authorization device that offers a high level of 
security to prevent unauthorized access to the authorization information when stored or 
being transmitted (column 3, lines 37-40 of Cronce). 

b. Referring to claim 1 9: 

i. Mankoff further teaches: 

(1) said vouchers are based on a serial number in said 
file system (paragraph [0032] of Mankoff). 

c. Referring to claim 20: 

i. The combination of teaching between Mankoff and Cronce 
teaches the claimed subject matter. Mankoff and Cronce further teaches: 

(1) said vouchers are based on a serial number of said 
hand held product (paragraph [0032] of Mankoff and column 11, lines 35-38 of 
Cronce). 

d. Referring to claim 24: 

i. Mankoff further teaches: 

(1) said predetermined criterion is identity between said 
vouchers (paragraph [0032] of Mankoff)- 

e. Referring to claims 25-27 and 31: 

i. These claims consist the security validation method of 
providing access by a PC to an encrypted database file stored in a hand held electronic 
reference product, said hand held electronic reference product having a file system to 
implement claims 18-20 and 24, thus they are rejected with the same rationale applied 
against claim 18-20 and 24 above. 

5. Claims 21-23, 28-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mankoff (US 2002/0116271 A1) as applied to claims 18-20 and 24 
above, in view of Cronce (US 7.032,240 B1), and further in view of Kobayashi (US 
6,708,182 B1). 

a. Referring to claims 21-23. 28-30: 
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i. Although the combination of teaching between Mankoff and 
Cronce teaches the claimed subject matter, they are silent on the capability of including 
the voucher (e.g. message format) in the header field. On the other hand, Kobayashi 
teaches this limitation in column 2, line 57 through column 3, line 14 of Kobayashi. 

ii. It would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to: 

(1) have modified the modified-invention of Mankoff with 
the teaching of Kobayashi to provide a portable electronic apparatus and message 
processing method which can decode a plurality of message format (column 1, lines 
35-37 of Kobayashi). 

iii. The ordinary skilled person would have been motivated to: 
(1) have modified the modified-invention of Mankoff with 

the teaching of Kobayashi to enhance the data that contains in the header field. 
Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thanhnga (Tanya) Truong whose telephone number 
is 571-272-3858. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Taghi Arani can be reached at 571-272-3787. The fax and 
phone numbers for the organization where this application or proceeding is assigned is 
571-273-8300. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 571- 
272-2100. 



/Thanhnga B. Truong/ 

Primary Examiner, Art Unit 2438 
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